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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )E3 Responsive to communication(s) filed on 14 June 2004 . 
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6) E3 Claim(s) 2,3 and 16-26 is/are rejected. 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

This Office Action is a response to Applicants Amendment and Remarks filed June 14, 

2004. 

Claims 1 and 4-15 have been canceled. Claims 2, 3, 16, and 17 have been amended. 
New claims 21-26 are acknowledged. 

Claims 2, 3, and 16-26 have been examined on the merits. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

In the previous Office Action mailed March 9, 2004, claims 2 and 3 were rejected under 
35 U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 
This rejection is maintained for the reasons of record set forth in the previous Office Action 
mailed March 9, 2004. 

Response to Arguments 

In response to this rejection, Applicants argue that claim 2 is now amended to recite a 
nucleic acid sequence having at least about 95% identity to SEQ ID NO:l, 3, or 5. Applicants 
argue that claim 2 has also been amended to recite that the nucleic acid, and not its complement, 
encodes a MINK3 protein. 

This argument has been fully considered, but is not found persuasive because claims 2 
and 3 still read on the complement of SEQ ID NO:l, 3, or 5 encoding a MINK3 protein. For 
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example, claims 2 and 3 are drawn to a recombinant nucleic acid, comprising a nucleic acid 
sequence having at least 95% identity to a nucleic acid sequences of SEQ ID NO:l, 3, and 5, or 
complements thereof, wherein said recombinant nucleic acid encodes a MINK3 protein. 
Therefore, the issue is would the complement of a recombinant nucleic acid comprising SEQ ID 
NOs:l, 3, and 5, encode a MINK3 protein as claimed? The Specification discloses SEQ ID 
NOs:l, 3, and 5 encode a MINK3 protein, but has not described a recombinant nucleic acid 
comprising SEQ ID NOs:l, 3, and 5, or complements thereof, which encode a MINK3 protein. 

Applicant's amendment necessitated the new ground(s) of rejection presented below: 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

New claim 21 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. This is a new written description rejection. 

Claim 21 is drawn to a recombinant nucleic acid, comprising a nucleic acid sequence 
having at least 98% identity to a nucleic acid sequence selected from the group consisting of 
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SEQ ID NOs: 1, 3, and 5, or complements thereof, wherein said recombinant nucleic acid 
encodes a MINK3 protein. 

The issue is would the complement of a recombinant nucleic acid comprising a nucleic 
acid sequence having at least 98% identity to a nucleic acid sequence selected from the group 
consisting of SEQ ID NOs: 1,3, and 5, encode a MINK3 protein as claimed? The instant 
Specification teaches SEQ ID NOs:l, 3, and 5 encode a MINK3 protein. Applicants have not 
described a complement of a recombinant nucleic acid comprising a nucleic acid sequence 
having at least 98% identity to a nucleic acid sequence selected from the group consisting of 
SEQ ID NOs: 1, 3, and 5, which encodes a MINK3 protein. 

Applicant is referred to the Guidelines on Written Description, published at FR 66(4) 
1099-1111 (January 5, 2001) (also available at www.uspto.gov ). The following passage is 
particularly relevant: 

The written description requirement for a claimed genus may be satisfied through sufficient 
description of a representative number of species, by actual reduction to practice, reduction to drawings, 
or by disclosure of relevant identifying characteristics, i.e. structure or other physical and/or chemical 
properties, by functional characteristics coupled with a known or disclosed correlation between structure 
and function structure, or by a combination of such identifying characteristics, sufficient to show the 
Applicant was in possession of the claimed genus. 

A "representative number of species" means that the species which are adequately described are 
representative of the entire genus. Thus, when there is substantial variation within a genus, one must 
describe a sufficient number of species to reflect the variation within the genus. What constitutes a 
"representative number" is an inverse function of the skill and knowledge in the art. Satisfactory 
disclosure of a "representative number" depends on whether one of skill in the art would recognize that 
Applicant was in possession of the necessary common attributes or features of the elements possessed by 
the members of the genus in view of the species disclosed. In an unpredictable art, adequate written 
description of a genus which embraces widely variant species cannot be achieved by disclosing only one 
species within the genus. 

The central issue of this rejection is whether Applicant has described a sufficient number 

of species to adequately represent the genus of complement recombinant nucleic acids 

comprising a nucleic acid sequence having at least 98% identity to a nucleic acid sequence 
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selected from the group consisting of SEQ ID NOs: 1, 3, and 5, which encodes a MINK3 protein. 
It is unclear how the complement of a recombinant nucleic acid comprising a nucleic acid 
sequence having at least 98% identity to a nucleic acid sequence selected from the group 
consisting of SEQ ID NOs: 1, 3, and 5, will encode a MINK3 protein as claimed. It is 
recognized in the prior art that the function of a protein depends on the sequence of its amino 
acids in a certain pattern, conformation of the protein due to the amino acid sequence, and the 
functional properties of the different parts of the protein (see second paragraph in Rudinger J in 
Peptide Hormones. Editor Parsons JA. Pages 1-7, 1976, University Park Press, Baltimore). 
Rudinger further add, "The significance of particular amino acids and sequences for different 
aspects of biological activity can not be predicted a priori but must be determined from case to 
case by painstaking experimental study" (see conclusion on page 6). 

In summary, the Specification teaches SEQ ID NOs:l, 3, and 5 encode a MINK3 protein, 
but has not described the complement of a recombinant nucleic acid comprising a nucleic acid 
sequence having at least 98% identity to a nucleic acid sequence selected from the group 
consisting of SEQ ID NOs: 1, 3, and 5, which encodes a MINK3 protein. In view of the number 
of disclosed species, and the failure to provide the structure and physical properties of the 
complement of a recombinant nucleic acid comprising a nucleic acid sequence having at least 
98% identity to a nucleic acid sequence selected from the group consisting of SEQ ID NOs: 1, 3, 
and 5, which encodes a MINK3 protein, which would allow one to accurately predict the 
recombinant nucleic acids which possess such activity, one of skill in the art would conclude that 
Applicant was not in possession of the claimed invention at the time of filing. 
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Claim Rejections - 35 USC § 102 

In the previous Office Action mailed March 9, 2004, claims 2, 3, and 16-18 were rejected 
under 35 U.S.C. 102(b) as being anticipated by Ippeita et al. (FEBS Letters, 2000 Vol. 469:19- 
23). This rejection is maintained for the reasons of record set forth in the previous Office 
Action. 

Response to Arguments 
In response to this rejection, Applicants argument is three- fold. First, Applicants argue 
that to anticipate a claim, the reference must teach every element of the claims. Second, 
Applicants argue that claim 2 has been amended to recite a nucleic acid having greater than 
about 95% identity to SEQ ID NO:l, 3, or 5, and this amendment obviates the instant rejection. 
Third, Applicants argue that claim 16 is directed to nucleic acids that encode a MINK3 protein 
comprising an amino acid sequence having at least 95% identity to an amino acid selected from 
the group consisting of the amino acid sequences set forth in SEQ ID NOs: 2, 4, and 6. 
Applicants argue that the Office Action appears to incorrectly asset that the MINK3 polypeptide 
of SEQ ID NO:2 of the instant invention contains the full amino acid sequence of the MINK1 
protein of Ippeita et al. in combination with additional amino sequences. Applicants contend that 
nucleobases 1738-1798 of MINK1 are not present in SEQ ED NO:l, and because SEQ ID NO:2 
does not include all the sequences of the cited MINK1, claim 16 and dependent claims 17-20 are 
not anticipated by Ippeita et al. 
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This argument has been fully considered, but is not found persuasive. First regarding 
Applicants first argument, the cited art teaches every element of the instant claims. For example, 
[and in response to Applicants second argument] claim 2 has been amended to recite a 
recombinant nucleic acid, comprising a nucleic acid sequence having at least 95% identity to a 
nucleic acid sequences of SEQ ID NO:l, 3, and 5, or complements thereof, wherein said 
recombinant nucleic acid encodes a MINK3 protein. Ippeita et al. disclose the molecular cloning 
of MINK1 (see Figure 2). The nucleotide sequence of MINK1 is over 96% identical to SEQ ID 
NO:l of the instant invention (see attached sequence alignment), and thus meets the limitations 
of claim 2 and dependent claim 3. Regarding Applicants third argument, claim 16 is drawn to 
nucleic acids that encode a MINK3 protein comprising an amino acid sequence having at least 
95% identity to an amino acid selected from the group consisting of the amino acid sequences set 
forth in SEQ ID NOs: 2, 4, and 6. The MINK1 disclosure of Ippeita et al. further meets the 
limitations of claim 16 because the amino acid sequence of MINK 1 is almost 99% identical to 
SEQ ID NO:2 of the instant invention (see attached sequence alignment), and thus meets the 
limitations of claim 16 and dependent claims 17 and 18. 

Therefore, Ippeita et al. anticipate claims 2, 3, and 16-18. 

In the previous Office Action mailed March 9, 2004, claims 2, 3, and 16-18 were rejected 
under 35 U.S.C. 102(b) as being anticipated by Plowman et al. [U.S. Patent No. 6,656,716] ('716 
Patent). This rejection is maintained for the reasons of record set forth in the previous Office 
Action. 
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Response to Arguments 

In response to this rejection, Applicants argument is three- fold. First, Applicants argue 
that to anticipate a claim, the reference must teach every element of the claims. Second, 
Applicants argue that claim 2 has been amended to recite a nucleic acid having greater than 
about 95% identity to SEQ ID NO:l, 3, or 5, and this amendment obviates the instant rejection. 
Third, Applicants argue that claim 16 is directed to nucleic acids that encode a MINK3 protein 
comprising an amino acid sequence having at least 95% identity to an amino acid selected from 
the group consisting of the amino acid sequences set forth in SEQ ID NOs: 2, 4, and 6. 
Applicants argue that the Office Action appears to incorrectly asset that the MINK3 polypeptide 
of SEQ ID NO:2 of the instant invention contains the full amino acid sequence of the ZC3 
protein of Plowman et al. in combination with additional amino sequences. Applicants contend 
that residues 582-602 are not present in SEQ ID NO:2 and because SEQ ID NO:2 does not 
include all the sequences of the cited ZC3, claim 16 and dependent claims 17-20 are not 
anticipated by Plowman et al. 

This argument has been fully considered, but is not found persuasive. First regarding 
Applicants first argument, the cited art teaches every element of the instant claims. For example, 
[and in response to Applicants second argument] claim 2 has been amended to recite a 
recombinant nucleic acid, comprising a nucleic acid sequence having at least 95% identity to a 
nucleic acid sequences of SEQ ID NO:l, 3, and 5, or complements thereof, wherein said 
recombinant nucleic acid encodes a MINK3 protein. The '716 Patent discloses the nucleotide 
sequence of human ZC3 (see SEQ ID NO:l 1 and Figure 9J), which is over 95% identical to SEQ 
ID NO:l of the instant invention (see attached sequence alignment), and thus meets the 
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limitations of claim 2 and dependent claim 3. Regarding Applicants third argument, claim 16 is 
drawn to nucleic acids that encode a MINK3 protein comprising an amino acid sequence having 
at least 95% identity to an amino acid selected from the group consisting of the amino acid 
sequences set forth in SEQ ID NOs: 2, 4, and 6. The ZC3 disclosure of Plowman et al. further 
meets the limitations of claim 16 because the amino acid sequence of ZC3 is almost 96% 
identical to SEQ ID NO:2 of the instant invention (see attached sequence alignment), and thus 
meets the limitations of claim 16 and dependent claims 17 and 18. 
Therefore, Plowman et al. anticipate claims 2, 3, and 16-18. 

Applicant's amendment necessitated the new ground(s) of rejection presented below: 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 19, 20, and new claims 22-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ippeita et al. (FEBS Letters, 2000 Vol. 469:19-23). This is a new rejection. 

Claim 19 is drawn to a method of making a MINK3 protein comprising culturing a host 
cell comprising a recombinant nucleic acid, comprising a nucleic acid sequence that encodes a 
MINK3 protein comprising an amino acid sequence having at least 95% identity to an amino 
acid selected from the group consisting of SEQ ID NOs: 2, 4, and 6, under conditions suitable for 
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the expression of MINK3. Claim 20 is dependent on claim 19 and includes all the limitations of 
claim 19, with the further step of isolating the MINK3 protein. Claim 22 is drawn to a nucleic 
acid sequence that encodes a MINK3 protein comprising an amino acid sequence having at least 
98% identity to an amino acid selected from the group consisting of SEQ ID NOs: 2, 4, and 6. 
Claim 23 is drawn to a nucleic acid sequence that encodes a MINK3 protein comprising an 
amino acid sequence selected from the group consisting of SEQ ID NOs: 2, 4, and 6. Claims 24- 
26 are drawn to a nucleic acid sequence that encodes a MINK3 protein comprising an amino acid 
sequence having at least 95% identity to an amino acid selected from the group consisting of 
SEQ ID NOs: 2, 4, and 6, wherein the MINK3 protein activates a(n) JNK and ERK, and binds to 
a Nek protein. 

Ippeita et al. disclose the molecular cloning of MINK1 (see Figure 2). The nucleotide 
sequence of MINK1 is over 96% identical to SEQ ID NO:l of the instant invention (see attached 
sequence alignment), while the amino acid sequence of MINK1 is over 99% identical to SEQ ID 
NO: 2 of the instant invention (see attached sequence alignment), and thus meets the limitations 
of claims 22 and 23. Ippeita et al. disclose full length MINK1 was cloned into a pCMV 
expression vector and transiently expressed in HEK 293 cells (see Figure 5A) and thus meets the 
limitations of claims 19 and 20. Ippeita et al. further disclose the kinase activity of MINK1, and 
show that MINK1 activates JNK and ERK proteins (see Figures 5B and 5D, respectively). It is 
noted that Ippeita et al. do not disclose that MINK1 binds to a Nek protein. However, at page 
20, second column, Ippeita et al. disclose that it is likely that MINK1 interacts with Nek because 
the two share conserved binding regions. Therefore, absent evidence to the contrary, MINK1 
binds to a Nek protein. 
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Therefore, claims 19, 20, and 22-26 are anticipated by Ippeita et al 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terra C. Gibbs whose telephone number is (571) 272-0758. The 
examiner can normally be reached on M-F 9:00-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John L. LeGuyader can be reached on (571) 272-0760. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

teg 

September 1,2004 
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RESULT 1 
M4K6_HUMAN 

ID M4K6_HUMAN STANDARD; PRT; 13 3 2 AA. 

AC Q8N4C8; Q9P1X1; Q9P2R8; 

DT IO-OCT-2003 (Rel. 42, Created) 

DT IO-OCT-2003 (Rel. 42, Last sequence update) 

DT IO-OCT-2003 (Rel. 42, Last annotation update) 

DE Mitogen-activated protein kinase kinase kinase kinase 6 (EC 2.7.1.37) 

DE (MAPK/ERK kinase kinase kinase 6) (MEK kinase kinase 6) (MEKKK 6) 

DE (Misshapen/NIK- related kinase) (GCK family kinase MiNK) . 

GN MAP4K6 OR MINK. 

OS Homo sapiens (Human) . 

OC Eukaryota; Metazoa; Chordata; Craniata; Vertebrata; Euteleostomi ; 

OC Mammalia; Eutheria; Primates; Catarrhini; Hominidae; Homo. 

OX NCBI__TaxID=9606; 

RN (1) 

RP SEQUENCE FROM N.A. (ISOFORMS 1 AND 2) . 

RC TISSUE=Brain; 

RX MEDLINE=20175403; FubMed=10708748 ; 

RA Dan I., Watanabe N.M., Kobayashi T . , Yamashita- Suzuki K. , Fukagaya Y . , 

RA Kajikawa E . , Kimura W.K., Nakashima T.M., Matsumoto K. , 

RA Ninomiya-Tsuj i J., Kusumi A. ,- 

RT "Molecular cloning of MINK, a novel member of mammalian GCK family 

RT kinases, which is up-regulated during postnatal mouse cerebral 

RT development . " ; 

RL FEBS Lett. 4 69:19-23(2000). 

RN 12] 

RP SEQUENCE FROM N.A. (ISOFORM 3) . 

RC TISSUE=Lymph; 

RX MEDLINE=223 88257; PubMed=12477932 ; 

RA Strausberg R.L., Feingold E.A., Grouse L.H. , Derge J.G., 

RA Klausner R.D., Collins F.S., Wagner L., Shenmen CM. , Schuler G.D., 

RA Altschul S.F., Zeeberg B . , Buetow K.H., Schaefer C.F., Bhat N.K., 

RA Hopkins R.F., Jordan H. , Moore T., Max S.I., Wang J., Hsieh F. , 

RA Diatchenko L . , Marusina K., Farmer A. A., Rubin G.M., Hong L., 

RA Stapleton M. , Soares M.B., Bonaldo M.F., Casavant T.L., Scheetz T.E., 

RA * Brownstein M.J., Usdin T.B., Toshiyuki S., Carninci P., Prange C, 

RA Raha S.S., Loquellano N.A., Peters G.J., Abramson R.D., Mullahy S.J., 

RA Bosak S.A., McEwan P.J., McKernan K.J., Malek J. A., Gunaratne J>.H. , 

RA RichaVds S., Worley K.C., Hale S., Garcia A.M., Gay L.J., Hulyk S.W., 

RA Villalon D.K., Muzny D.M., Sodergren E.J., Lu X., Gibbs R.A., 

RA Fahey J., Helton E. , Ketteman M. , Madan A. ( Rodrigues S., Sanchez A., 

RA Whiting M. , Madan A., Young A.C., Shevchenko Y. , Bouffard G.G., 

RA Blakesley R.W., Touchman J.W., Green E.D., Dickson M.C.,. 

RA Rodriguez A.C., Grimwood J., Schmutz J., Myers R.M., 

RA Butterfield Y.S.N. , Krzywinski M.I., Skalska U., Smailus D.E., 

RA Schnerch A., Schein J.E., Jones S.J.M., Marra M.A.; 

RT "Generation and initial analysis of more than 15,000 full-length 

RT human and mouse cDNA sequences . " ; 

RL Proc. Natl. Acad. Sci. U.S.A. 99:16899-16903(2002). 

CC -i- FUNCTION: Serine/threonine kinase that may play a role in the r 
CC response to environmental stress. Appears to act upstream of the 

CC c-jun N-terminal pathway (By similarity) . 

CC -1- FUNCTION : May play a role in the development of the brain (By 
CC similarity) . 

CC CATALYTIC ACTIVITY: ATP + a prptein = ADP + a 
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RESULT 1 

US-09-688-188B-15 

Sequence 15, Application US/09688188B 
Patent No. 6656716 
GENERAL INFORMATION: 



APPLICANT 
APPLICANT 
APPLICANT 



PLOWMAN, GREGORY 
MARTINEZ, RICARDO 
WHYTE , DAVID 

TITLE OF INVENTION: STE2 0 -RELATED PROTEIN KINASES 
FILE REFERENCE: 038602/0328 

CURRENT APPLICATION NUMBER: US/09/688 , 188B 
CURRENT FILING DATE: 2000-10-16 
PRIOR APPLICATION NUMBER: 09/291,417 
PRIOR FILING DATE: 1999-04-14 
PRIOR APPLICATION NUMBER: 60/081,784 
PRIOR FILING DATE: 1998-04-14 
NUMBER OF SEQ ID NOS : 155 
SOFTWARE: Patentln Ver. 2.1 
SEQ ID NO 15 
LENGTH: 1326 
TYPE: PRT 

ORGANISM : Homo sapiens 
US-09-688-188B-15 

Query Match 96.1%; Score 6659; DB 4; Length 1326; 

Best Local Similarity 95.8%; Pred. No. 0; 

Matches 1270; Conservative 3; Mismatches 3; Indels 50; Gaps 3 
YGQVYKGRHVKTGQUUaKVMDVTEDEEEEIKQEINMLKKYS 95 

■ MMII II!! JlliMIII ilMI Mil II ,1 l,'l 1 1 1 MM II M II MM 1 1! 

FGEVYEGRHVKTGQLAAIKVMDVTEDEEEEIKQEINMLKKYSHHRNIATYYGAFIKKSPP 61 
GNDDQLWLVMEFCGAGSVTDLVKNTKGNALKEDCIAYICREILRGLAHLHAHKVIHRDIK 155 

IIMIIIII II [IMMilMI Mill II II illllKII llllilll III Mill III I 



IWSLGITAIEMAEGAPPLCDMHPMRALFLIPRNPPPRLKSKKWSKKFIDFIDTCLIKTYL 275 

: I : ,1 I ■ I I ■ I : 

IWSLGITAIEMAEGAPPLCDMHPMRALFLIPRNPPPRLKSKKWSKKFIDFIDTCLIKTYL 241 
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